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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in tills application. If not included 
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International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

New claims 25-26 are added. Claim 1 is amended. Claims 1-9 and 14-26 are 
currently pending. Claim 14 remains withdrawn as non-elected subject matter. 
Applicants authorized the Examiner to amend the claim 1, see the Examiner's 
Amendment. 

Response to Amendment 

The Amendment by Applicants' representative Ms. Dara L. Dinner dated 
1 1/03/2009 has been entered. 

Response to Arguments 
Rejection under 35 U.S.C. S103fa) 

Applicants' amendment obviates the rejection. 
Claim Objections 

Search and examination have been expanded to all the subject matter of pending 
claims 1-9 and 15-26. The objection for containing non-elected subject matter is moot. 

Examiner's amendment 

An examiner's amendment to the record with the authorization by Applicants' 
representative Ms. Dara L. Dinner dated 02/04/2010 appears below. Should the 

changes and/or additions be unacceptable to applicant, an amendment may be filed as 
provided by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

The application has been amended as follows: 
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Pages 



In claim 1, page 4, line 4, delete "Ci-ealkyI". 

Rejoinder 

Claims 1-9 and 1 5-26 are direct to an allowable product. Pursuant to the 
procedures set forth in MPEP §821.04(6), claim 14, directed to a process of mal<ing the 
allowable products, previously withdrawn from consideration as a result of a restriction 
requirement, are hereby rejoined and fully examined for patentability under 37 CFR 
1 .104. Because a claimed invention previously withdrawn from consideration under 37 
CFR 1 .142 has been rejoined, the restriction requirement between Groups I and III as 
set forth in the Office action mailed on 01/17/2008 is hereby withdrawn. In view of the 
withdrawal of the restriction requirement as to the rejoined inventions, applicant(s) are 
advised that if any claim presented in a continuation or divisional application is 
anticipated by, or includes all the limitations of, a claim that is allowable in the present 
application, such claim may be subject to provisional statutory and/or nonstatutory 
double patenting rejections over the claims of the instant application. Once the 
restriction requirement is withdrawn, the provisions of 35 U.S.C. 121 are no longer 
applicable. See In re Ziegler, 443 F.2d 1211, 1215, 170 USPQ 129, 131-32 (CCPA 
1 971 ). See also MPEP § 804.01 . 
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Reasons for Allowance 



The present invention is directed to specific compounds according to claim 1 , 



A is a fused 5-membered heterosryl ring contamiiig up to two heteroatom 
iiidepeMlently sselected from oxygen, mtrogen or sulfur substitxited by ~ B'R^, md A m 
optionally furikcr jfiubsttitutcd by one substituem selected from -OR*^, halogesit, 
triflworometliyl -CM, -COoR'^ and C'l^^alkyl ofnionalty subshtuted by bydroxy; or 

A h a fused 5-membere4 heteroatyl ring containing up to two heteroatom 
iiidepeiKleotly selected fro5B oxygen, nitrogen or sulfur siibsJituted by -(CH2)ji^'*^''^'3TOcyclyl 
wberein the heterocyclyl is a 5~ or 6~raembered heterocyclic riag contamiag one or two 
heteroatoms; independently selected from oxygen, suifijr and nitrogen optionally subHitituted 
by op to two substitiiems independently selected from oxo, C[ „5alkyi, OR^, -IVR'^R^ and 
■'C(;)NR.'^R^, and A is optiomily ftirther substimted by otic siibstituent selected from --OR^, 
MogeB, triftuoromethyL ~CN, -CO^R^ md Ci^^alkyl optionally substituted by hydroxy; ot 



which is drawn to the formula (I) 




, wherein 



Y 
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A is a iltised 5-meiubere4 heteroar>fl ring contaiiiiBg up to two heteroatom 
independently selected from oxygen, nitrogen or sultW siibstitoted by -CCH2)qars,'1 or 
-(CH2)qheteroatyJ wherein the aiyl or hetemaiyl h optiofmlly substituted by one or more 
substitifents l^dependeMly selected from oxo, C|,.5aiky!, halogen, -CN, trifluoromelhyl, 

and -S(0)sR--*> and A m optionally further s«bstitutjed by one substitueiit selected 
from -OR'^, halogen, tritlooronicthyl, -CN, -CO^R^ and Cj .(islkyl optionally substituted by 
hydroxy; 

is selected from methyl and cMoro; 
r2 is selected from -NH-CO-R^ ? and -C0-NHHCH2)|-Rf-; 

^ Is selected from hydrogen, Ci.(>a{kyi, -(CB2)r^'3-7*^y^^^*^^M* irlfluoromethyi, - 
(CB^X^heteroaiyl optiotially sHbstiuited by R^O Md/br R^^ md -(CH2)^henyl optionally 
sxibstitiited by R-*^ and/or R^l ; 

ggiected irom hydrogen, C j ^j^alkyl, C3„7CycloaIlrs.d, -CONHR^S, phenyl 
opfloKaliy sob&titmed by R^^ and/or R-^ aad heteroaryl optionally snbj&tituted by R^^ 
and/or R^^; 
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is selected from hydrogen and methyl; 
1^16 . s^l7. 5^18 j^if) independently selected from hydrogen m\d 

R-f^ is selected from C^e&lkyl C^^alkoxy, ~(CH2)rC3.7cycloaIkyl -COHfl-^^^, 
-HHCOR^-J, halogen, ~CN, -(CH2)\^^R2-^R2^\ tdfiisoiomcthyi, pheayi optio»ally subsdMed 
by one or more R^^ groups, and hetefoary l optioimily sub&iituted by one t>r more R^^ groups; 

R2i is setecied from C|_f^aikyl, Ct-galkoxy, halogen, t.rifluorometJiyl, and 

R"- and W^- arc each indq-vctycnrly sekcred from Indrogcn Jtnd V] ,(^&lky], t>t 

fvtnembered heterocyclic rnig optK>ad{i> coruauinig on^? adduh^nal hcteioaioni bcleck'd from 
oxygesi, sulfUr and N-R ' wherein the ring may be substituted by up to two C}.^a!ky! 

k selected irom hydrogen, Ci „galky! and -(CH2)t"C3„7cycloaikyJ optionally 
jiubstituted by Ci^^dkyl, 

is selected from hydrogen and Oj .(jalkyl, or 
r25 and R^^, together with the nirrogen atom to which they are bounds form a 5- or 
6-membered heaTOcyclic rmg optjoaally contaming one additional heteroatom selected fmm 
oxygen, sitlfur and N-R^^; 

is hydrogen or €|„5a!ky}; 

h selected from a bond, oxygen. Nil and SfO)^; 

X and Y are each indepeoidemly selected from hydrogen, metiiyJ aiitl halogen; 
Z is selected Irom halogen, and -OR^?; 

[IK]] m and w are each independentSy selected from 0, i , 2 md 3; 
II , r, t md k m& each kdep^ndently sdeoiisd from 0, I and 2; and 
u and V are each kdepeMiestly sdmed from 0 mtd 1; 
or a pharmaceuticaHy acceptable salt riiereaf. 
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The closest prior art of record is U.S. Patent No. 6,498,165 ("the '165 patent"). 
The '165 patent discloses a compound (CAS RN 317827-90-0) 




This compound is patentably distinct from the 



instantly claimed compounds, because the instantly claimed compounds having 
substituent Z as halogen or-OR^^, wherein R^^ is hydrogen or Ci-ealkyI, and R^ is 
methyl and chloro; and the prior art compound having substituent Z as hydrogen and R^ 
is hydrogen. 

Conclusions 

• Claims 1-9 and 14-26 are allowed. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong Chu, Ph.D., whose telephone number is 571-272- 
5759. The examiner can normally be reached on 7:00 am - 3:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph K. M-Kane can be reached on 571-272-0699. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Status Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Yong Chu/ 

Primary Patent Examiner 
Art Unit 1626 



